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Registration Subject to the filing

Registration No 3990931 Registration date 07/05/2011

Registrant Watercraft Superstore, Inc.
1401 North Myrtle Avenue
Clearwater, FL 33755
UNITED STATES

Goods/Services Subject to the filing

Class 009. First Use: 2010/05/26 First Use In Commerce: 2010/05/26
All goods and services in the class are requested, namely: Personal flotation devices, namely, life
vests

Class 012. First Use: 2010/02/01 First Use In Commerce: 2010/02/01
All goods and services in the class are requested, namely: Fitted seat covers for marine vehicles,
namely, fitted seat covers for personal watercraft

Class 025. First Use: 2010/11/09 First Use In Commerce: 2010/11/09
All goods and services in the class are requested, namely: Clothing, namely, T-shirts, hats, shirts,
shorts, sweatshirts and jackets

Class 027. First Use: 2010/02/04 First Use In Commerce: 2010/02/04
All goods and services in the class are requested, namely: Anti-slip floor mats for marine vehicles,
namely, anti-slip floor mats for personal watercraft

http://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

WATERCRAFT SUPERSTORE, INC., a Florida 
corporation,

Opposer,

vs.

WEST MARINE PRODUCTS, INC., a California 
corporation,

Applicant.

)
)
)
)
)
)
)
)
)
)
)

Opposition No. 91-205,765

ANSWER AND COUNTERCLAIM

Applicant WEST MARINE PRODUCTS, INC. (“West Marine” or “Applicant”) hereby answers 

the Notice of Opposition (the “Notice”), filed June 25, 2012, of Opposer WATERCRAFT 

SUPERSTORE, INC. (“Watercraft”or “Opposer”) as follows:1

1. Applicant is without sufficient knowledge or information to form a belief as to the 

allegations contained in Paragraph 1 of the Notice and therefore denies the same.

2. Applicant is without sufficient knowledge or information to form a belief as to the 

allegations contained in Paragraph 2 of the Notice and therefore denies the same.

3. Admitted.

4. Applicant is without sufficient knowledge or information to form a belief as to the 

allegations contained in Paragraph 4 of the Notice and therefore denies the same.

5. Applicant is without sufficient knowledge or information to form a belief as to the 

allegations contained in Paragraph 5 of the Notice and therefore denies the same.

Applicant denies that Opposer is entitled to any relief, includingthe relief sought in the 

WHEREFORE clause of its Notice.

  
1 Applicant filed a Motion to Suspend Proceedings (the “Motion” ) pending the outcome of a civil action 
on August 1, 2012.  As the Motion is still pending before the Board, Applicanthereby files its Answer.



AFFIRMATIVE DEFENSES

6. Opposer’s Opposition is barred because it fails to allege facts sufficient to state a claim 

against Applicant, specifically, there is no likelihood of confusion between Opposer’s Mark and 

Applicant’s Mark in view of the goods covered by the respective registration and applications.

7. Opposer’s Opposition is barred because Applicant owns a prior registration for the 

BLACKTIP mark.

8. Opposer’s Opposition is barred by the doctrine ofunclean hands based on its agreement, 

assurances, and acts of inducement in its dealings with Applicant.

9. Opposer’s Opposition is barred because Opposer is estopped from seeking relief from 

Applicant based on an agreement in principal between the parties and assurances that Opposer provided 

to Applicant that Opposer would not object to Applicant’s use of the BLACKTIP mark, would phase out 

use of the BLACKTIP mark and would pursue the then-pending BLACKTIP registration and assign the 

BLACKTIP mark and all associated goodwill to Applicant, in exchange for valuable consideration 

provided by Applicant.

10. Opposer’s Opposition is barred because, upon information and belief, Opposer 

knowingly made false and material representations of fact in connection with its BLACK TIP trademark 

application submitted to the PTO concerning, among other things, the relatedness and also proximity 

between the prior use by Applicant’s predecessor-in-interest of the BLACKTIP mark and Opposer’s 

subsequent use of the BLACKTIP mark in connection with personal flotation devices (i.e., life jackets) 

and/or other products relating to personal watercraft. 

COUNTERCLAIMS

11. Pursuant to 37 CFR § 2.106(b)(2)(ii) and TBMP § 313.01, Applicant filed its separate 

Petition for Cancellation (assigned Cancellation Proceeding No. 92-055,840) of Opposer’s Registration 

No. 3,990,931, the registration pled by Opposer as the basis for this Opposition, and hereby incorporates 

the claims made therein by reference.  Attached as Exhibit A is a copy of the Petition forCancellation of 

Reg. No. 3,990,931. 



PRAYER FOR RELIEF

WHEREFORE, Applicant contends that the Noticeof Opposition is without grounds and 

requests judgment denying the Notice of Opposition and this proceeding in its entirety with prejudice.  

Respectfully submitted,

GREENBERG TRAURIG, LLP 

Dated:  August 6, 2012 By: 
Susan L. Heller
Candice E. Kim 
1840 Century Park East, Suite 1900 
Los Angeles, California 90067
Tel:  (310) 586-6568
Fax:  (310) 586-0568
hellers@gtlaw.com
kimce@gtlaw.com

Attorneys for Applicant



CERTIFICATE OF SERVICE

I hereby certify that Iserved a copy of the foregoing ANSWER AND COUNTERCLAIM upon 

Opposer by depositing one copy thereof in the U.S. Mail, First-Class, postage prepaid, on August 6, 2012, 

addressed as follows:

Zachary D. Messa, Esq.
Johnson, Pope, Bokor, Ruppel & Burns, LLP

911 Chestnut Street
Clearwater, FL 33756
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name West Marine Products, Inc.

Entity Corporation Citizenship California

Address 500 Westridge Drive
Watsonville, CA 95076
UNITED STATES

Attorney
information

Susan L. Heller
Greenberg Traurig, LLP
1840 Century Park East, Suite 1900
Los Angeles, CA 90067
UNITED STATES
latm2@gtlaw.com

Registration Subject to Cancellation

Registration No 3990931 Registration date 07/05/2011

Registrant Watercraft Superstore, Inc.
1401 North Myrtle Avenue
Clearwater, FL 33755
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2010/05/26 First Use In Commerce: 2010/05/26
All goods and services in the class are cancelled, namely: Personal flotation devices, namely, life
vests

Class 012. First Use: 2010/02/01 First Use In Commerce: 2010/02/01
All goods and services in the class are cancelled, namely: Fitted seat covers for marine vehicles,
namely, fitted seat covers for personal watercraft

Class 025. First Use: 2010/11/09 First Use In Commerce: 2010/11/09
All goods and services in the class are cancelled, namely: Clothing, namely, T-shirts, hats, shirts,
shorts, sweatshirts and jackets

Class 027. First Use: 2010/02/04 First Use In Commerce: 2010/02/04
All goods and services in the class are cancelled, namely: Anti-slip floor mats for marine vehicles,
namely, anti-slip floor mats for personal watercraft

Grounds for Cancellation

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

http://estta.uspto.gov


Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

3731932 Application Date 11/07/2007

Registration Date 12/29/2009 Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use: First Use: 2008/03/01 First Use In Commerce: 2008/03/01
Surfboards

U.S. Registration
No.

3731933 Application Date 11/07/2007

Registration Date 12/29/2009 Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

The mark consists of Stylized letters "BLCKTIP" inside an oval and directly
above the image of a shark. The dorsal fin of the shark forms the letter "A".

Goods/Services Class 028. First use: First Use: 2008/03/01 First Use In Commerce: 2008/03/01
Surfboards

U.S. Application
No.

85452643 Application Date 10/20/2011

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use:
Sunscreen creams, sunscreen lotions, sunscreen sprays, lip balm

U.S. Application
No.

85534981 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use:
Insect repellant

U.S. Application
No.

85535021 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 006. First use:
Metal key chains

U.S. Application
No.

85535039 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 007. First use:
Air compressors, electric air blowers for marine engines, trolling motors for
boats, electric knives

U.S. Application
No.

77982989 Application Date 01/27/2010

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 007. First use:
Water aeration systems comprising water pumps, bilge pumps
Class 008. First use:
Fishing knives, knife sharpeners; hand tools, namely, wire cutters, pliers,
scissors and wire crimper
Class 028. First use:
Fishing tackle, fishing tackle bags, fishing rods, fishing reels, fishing rod holders,
fishing rod racks, outriggers, bait tables, namely, tables specifically adapted for
preparing fishing bait for use in fishing; fish fillet tables, namely, tables for use in
fishing that are specifically adapted for filleting fish; fish dehookers, namely, fish
hook removers

U.S. Application
No.

85535052 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use:
Multi-tool function hand tools comprised of screwdrivers, knives, can openers,
files and pliers; hand-powered vacuum bag sealers

U.S. Application
No.

85535067 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Sunglasses

U.S. Application
No.

85535082 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 011. First use:
Barbeque smokers; electric food dehydrators; deep fat fryers; headlamps for
boats

U.S. Application
No.

85535094 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 012. First use:
Fitted covers for boats, marine vehicles and engine covers, kayaks, fish-fighting
chairs affixed to fishing boats

U.S. Application
No.

85535103 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use:
Watches; clocks

U.S. Application
No.

85452637 Application Date 10/20/2011

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use:
Decals; Stickers

U.S. Application
No.

85535119 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use:
Books in the field of fishing and boating; maps, fishing charts

U.S. Application
No.

85535133 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use:
Tote bags, duffle bags, back packs, beach bags, fanny packs, handbags;
wallets, billfolds, business card cases, credit card cases, toiletry cases sold
empty and garment bags for travel; leather key chains

U.S. Application
No.

85452648 Application Date 10/20/2011

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 020. First use:
Non-metal novelty license plates; flagpoles and plastic flags and accessories for
flags and flagpoles sold together as a unit, namely, rods, rod supports and
couplers, connectors, pins, brackets, clamps, fasteners, nuts and bolts, and pole
supports

U.S. Application
No.

85535140 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 020. First use:
Bait tables, namely, tables specifically adapted for preparing fishing bait for use
in fishing, fish fillet tables, namely, tables for use in fishing that are specifically
adapted for filleting fish, floor mats for boats, folding chair, leaning post, seating
furniture, bean bag chairs, storage hatch, wooden boxes with a locked storage
area for personal items; non-metal and non-leather key chains

U.S. Application
No.

85452655 Application Date 10/20/2011

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 021. First use:
Portable coolers, mugs; insulated containers for food or beverage for domestic
use

U.S. Application
No.

85535150 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 021. First use:
Foam drink holders, insulating sleeve holders for beverage cups, cans and
bottles, insulated bags for storing fish; non-electric deep fryers, chum cleaning
rags

U.S. Application
No.

77921756 Application Date 01/27/2010

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use:
Caps, gloves and t-shirts

U.S. Application
No.

85452654 Application Date 10/20/2011

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP



Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use:
Fishing rod wraps and fishing reel wraps

U.S. Application
No.

85535171 Application Date 02/06/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP

Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use:
Fishing tackle boxes, outrigger poles, fishing nets, fishing gaffs, combos, fish
scales, tagging sticks, de-scalers, rulers, pots, fish traps, fish fighting belts

U.S. Application
No.

85531579 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use:
Sunscreen creams, sunscreen lotions, sunscreen sprays, lip balm

U.S. Application
No.

85531582 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use:
Insect repellent

U.S. Application
No.

85531583 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 006. First use:
Metal key chains

U.S. Application
No.

85531585 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 007. First use:
Water aeration systems comprising water pumps, air compressors and air
blowers; bilge pumps, trolling motor for boats; electric knives

U.S. Application
No.

85531586 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use:
Fishing knives; hand tools, namely, wire cutters, pliers, scissors and wire
crimpers; multi-function hand tools comprised of knives, can opener, pliers, file
and screwdriver; hand powered vacuum bag sealers

U.S. Application
No.

85531588 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Protection and safety apparatus, namely, inflatable flotation devices, flotation
vests, sunglasses

U.S. Application
No.

85531589 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 011. First use:
Barbecue smokers, electric food dehydrators, deep fat fryers, headlamps for
boats

U.S. Application
No.

85531590 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 012. First use:
Fitted covers for boats, marine vehicles and engine covers, kayaks, fish-fighting
chairs affixed to fishing boats

U.S. Application
No.

85531592 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use:
Watches, Clocks

U.S. Application
No.

85531595 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use:
Stickers, decals, books in the field of fishing and boating, maps, fishing charts

U.S. Application
No.

85531596 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use:
Tote bags, duffle bags, back packs, beach bags, fanny packs, handbags,
wallets, billfolds, business card cases, credit card cases, toiletry cases sold
empty and garment bags for travel; leather key chains

U.S. Application
No.

85531599 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 020. First use:
Flagpoles and plastic flags and accessories for flags and flagpoles sold together
as a unit, namely, rods, rod supports and couplers, connectors, pins, brackets,
clamps, fasteners, nuts and bolts, and pole supports; Non-metal novelty license
plates; bait tables, namely, tables specifically adapted for preparing fishing bait
for use in fishing, fish fillet tables, namely, tables for use in fishing that are
specifically adapted for filleting fish, floor mats for boats, folding chair, leaning
post, seating furniture, bean bag chairs, storage hatch, Wooden boxes with a
locked storage area for personal items; non-metal and non-leather key chains

U.S. Application
No.

85531601 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 021. First use:
Portable coolers, mugs; insulated containers for food or beverage for domestic
use, foam drink holders, insulating sleeve holders for beverage cups, cans and
bottles, insulated bags for storing fish; non-electric deep fryers, chum cleaning
rags

U.S. Application
No.

85531602 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use:
Clothing, namely wetsuits, shorts, sweatshirts. jackets, pants, woven shirts, t-
shirts, rain suits, fleece jackets, fleece vests, hats, caps, gloves, headwear,
fishing waders, skirts, dresses. knitted hats, and sweaters, cloth bibs, bib
overalls, swimwear, rash guards, board shorts, capri pants, belts, footwear
including boots, athletic shoes, sandals

U.S. Application
No.

85531604 Application Date 02/01/2012

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BLACKTIP TACKLE COMPANY



Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use:
Fishing tackle, fishing tackle bags, fishing tackle boxes, fishing rods, fishing
reels, fishing rod holders, fishing rod racks, outrigger poles, outriggers, fish de-
hookers, namely, fish hook removers, rod wraps and reel wraps, fishing nets,
fishing gaffs, combos, fish scales, tagging sticks, de-scalers, rulers, pots, fish
traps, fish fighting belts
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /cek/

Name Candice E. Kim

Date 07/10/2012
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 3,990,931
For the mark BLACK TIP
Registered July 5, 2011

WEST MARINE PRODUCTS, INC., a California 
corporation,

Petitioner,

vs.

WATERCRAFT SUPERSTORE, INC., a Florida 
corporation,

Respondent.

)
)
)
)
)
)
)
)
)
)
)

Cancellation No. _____________

United States Patent and Trademark Office
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

PETITION FOR CANCELLATION

Petitioner WEST MARINE PRODUCTS, INC., (“West Marine” or “Petitioner”), a California 

corporation with a business address at 500 Westridge Drive, Watsonville, California 95076, believes that 

it has been and will continue to be damaged by the continued registration of the mark that is the subject 

of Registration No. 3,990,931 and hereby petitions for cancellation of the same.1

The grounds for cancellation are as follows:

1. Petitioner is the largest specialty retailer of marine-related equipment, supplies, and 

accessories, with over 320 company-operated stores around the world.  Petitioner also has a significant 

internet presence and its internet channels and call centers offer customers the option of purchasing over 

60,000 products on-line.  Petitioner’s extensive product offerings (directly and through its licensee) 

  
1 Registration No. 3,990,931 is the pled registration by Respondent in Trademark Trial and Appeal Board 
Opposition Proceeding Nos. 91-205,448 and 91-205,765 against Petitioner (both, Watercraft Superstore, 
Inc. v. West Marine Products, Inc.).  Pursuant to 37 CFR § 2.106(b)(2)(ii), Petitioner raises a defense to 
those proceedings by the instant Petition for Cancellation rather than a counterclaim.
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include, among other things, surfboards, boat covers and seating, trailers, anchoring equipment, cabin 

and bedding items, apparel, electrical and electronic equipment, personal watercraft equipment, sailing 

equipment and many other equipment, supplies, and accessories dedicated to marine-related recreational 

activities, including for instance, surfing and boating.

2. Since at least as early as March 1, 2008,2 Petitioner has continuously and exclusively 

used and is using in commerce the BLACKTIP standard character mark (“Petitioner’s Word Mark”) and 

BLACKTIP design logo (“Petitioner’s Design”)(collectively, the “Petitioner’s 

Marks”) in connection with surfboards.  

3. Petitioner owns both common law rights and federal applications and registrations for 

Petitioner’s Marks, which filing and first use dates all date back prior to any date on which Respondent 

can rely, and has been using these marks in connection with surfboards and related goods and accessories 

since at least as early as March 1, 2008.  A chart containing Petitioner’s U.S. registrations and pending 

applications forPetitioner’s Marks is attached hereto as Exhibit A.  The registrations are valid, subsisting 

and in full force and effect, and constitute prima facie evidence of the validity of Petitioner’s Marks and 

Petitioner’s exclusive right to use the marks on the goods identified in the registrations.  A copy of the 

registration certificates and corresponding TARR status reports are attached hereto as Exhibit Band are 

made part of the record in these proceedings.

4. Since its establishment, over the past several decades, Petitioner has become the industry 

leader in marine-related equipment, supplies, and accessories by offering an extensive line of products 

and services dedicated to marine-related activities, including for instance, surfing and boating.

5. As a result, Petitioner’s Marks are closely associated with Petitioner’s long-standing 

reputation for quality and excellence in the marine-related retail industry, and the purchasing public has 

come to know, rely upon, and recognize the goods and services of Petitioner by such marks.  Based on 
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this extensive and prominent use, Petitioner’s Marks have achieved fame and represent enormous value 

and goodwill.  

6. Upon information and belief, Respondent Watercraft Superstore, Inc. (“Watercraft” or 

“Respondent”) is a Florida corporation located at 1401 North Myrtle Avenue, Clearwater, Florida 33755.

7. The mark that is the subject of this Petition for Cancellation is covered by Respondent’s 

Registration No. 3,990,931 (the “Respondent’s Registration”). 

8. Registration No. 3,990,931 is for the mark BLACK TIP (the “Respondent’s Mark”) and 

is allegedly used in connection with “personal flotation devices, namely, life vests” in Class 9 with an 

alleged first use of May 26, 2010; “fitted seat covers for marine vehicles, namely, fitted seat covers for 

personal watercraft” in Class 12 with an alleged first use of February 1, 2010; “clothing, namely, t-shirts, 

hats, shirts, shorts, sweatshirts and jackets” in Class 25 with an alleged first use of November 9, 2010; 

and “anti-slip floor mats for marine vehicles, namely, anti-slip floor mats for personal watercraft” in 

Class 27 with an alleged first use of February 4, 2010.  The application was filed on December 7, 2009 

and registered July 5, 2011.

9. Petitioner’s first use of Petitioner’s Marks predateall of Respondent’s filing, first use 

and registration dates of Respondent’s Mark.  Indeed, Petitioner’s registrations for Petitioner’s Marks 

were filed and used  long before any date upon which Respondent can rely.

10. Moreover, based on Petitioner’s extensive use, promotion, and advertising of Petitioner’s 

Marks, Petitioner’s Marks are and have become strong, distinctive, and famous in the United States 

within the meaning of the Lanham Act.

11. Respondent’s Mark is identical to Petitioner’s Word Mark, the only difference being the 

inclusion of a space in between the wording BLACK and TIP in Respondent’s Mark.  Essentially, the 

two marks are visually and aurally identical, and convey identical commercial impressions.  

    
2 Petitioner filed its applications for Petitioner’s Marks on November 7, 2007, therefore, its constructive 
first use date is actually November 7, 2007.
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12. In addition, Respondent’s Mark is identical to the wording contained in Petitioner’s 

Design, again the only difference being the inclusion of a space in between the wording BLACK and TIP 

in Respondent’s Mark.  

13. Accordingly, Respondent’s Mark directly evokes the distinctive commercial impression 

associated with Petitioner’s Marks.  Given the fame and reputation of Petitioner’s Marks in the marine-

related retail industry, Respondent’s use of an identical mark is likely to cause consumer confusion in the 

marketplace as to Respondent’s association with Petitioner.

14. The goods identified in Respondent’s Registration are identical and/or commercially 

related to the goods that Petitioner offers or intends to offer under Petitioner’s Marks.  Significantly, both 

parties provide equipment, supplies and accessoriesfor marine-related recreational activities and are 

offered through overlapping channels of trade.  

15. Due to the identical nature of the parties’ marks and underlying goods, it is highly likely 

that consumers will view Respondent’s Mark as a mere extension of the famous Petitioner’s Marks.  As 

such, consumers will erroneously believe that the Respondent’s Mark is connected to or otherwise 

associated with Petitioner, or that Petitioner has, to some degree, sponsored or endorsed Respondent’s 

products.  Accordingly, the Respondent’s Mark is likely to cause confusion, mistake and/or deception 

among the consuming public regarding the source, affiliation and/or sponsorship between Petitioner and 

its goods and services, and Respondent and its goods, all to the irreparable harm of Petitioner.

16. In addition, because of the fame acquired by Petitioner’s Marks, continued registration of 

the Respondent’s Mark will dilute the value and distinctive quality of Petitioner’s Marks.

17. The continued registration of Respondent’s Markfor the goods identified therein is 

inconsistent with Petitioner’s superior rights in Petitioner’s Marks, and has caused and will continue to 

cause damage to Petitioner and Petitioner’s rights in the same.

18. By virtue of the foregoing, the Respondent’s Registration is subject to cancellation and 

should be cancelled.

* * * *
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WHEREFORE, Petitioner prays that U.S. Trademark Registration No. 3,990,931 be cancelled 

and that this Petition for Cancellation be sustained in favor of Petitioner. 

Respectfully submitted,

GREENBERG TRAURIG, LLP 

Dated:  July 10, 2012 By: 
Susan L. Heller
Candice E. Kim 
1840 Century Park East, Suite 1900 
Los Angeles, California 90067
Tel:  (310) 586-6568
Fax:  (310) 586-0568
hellers@gtlaw.com
kimce@gtlaw.com

Attorneys for Petitioner
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CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing PETITION FOR CANCELLATION upon 

Respondent by depositing one copy thereof in the U.S. Mail, First-Class, postage prepaid, on July 10, 2012, 

addressed as follows:

Zachary D. Messa, Esq.
Johnson, Pope, Bokor, Ruppel & Burns, LLP

911 Chestnut Street
Clearwater, FL 33756

and to

Watercraft Superstore, Inc.
1401 North Myrtle Avenue

Clearwater, FL 33755
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EXHIBIT A 

 

MARK APP. NO. 

APP. DATE 

REG. NO. 

REG. DATE 

FIRST USE IN 

COMMERCE 

CLASS: GOODS/SERVICES 

BLACKTIP 77/323,186 

07-Nov-07 

 

3731932 

29-Dec-2009 

March 1, 2008 28: Surfboards 

 

77/323,188 

07-Nov-07 

  

3731933 

29-Dec-2009 

March 1, 2008 28: Surfboards 

BLACKTIP 85/452,643 

20-Oct-11 

N/A N/A 03: Sunscreen creams, sunscreen lotions, 

sunscreen sprays, lip balm. 

BLACKTIP 85/534,981 

06-Feb-12 

N/A N/A 05:  Insect repellant 

BLACKTIP 85/535,021 

06-Feb-12 

N/A N/A 06:  Metal key chains 

BLACKTIP 85/535,039 

06-Feb-12 

N/A N/A 07: Air compressors, electric air blowers for 

marine engines, trolling motors for boats, 

electric knives. 

BLACKTIP 77/982,989 

27-Jan-10 

N/A N/A 07:  Water aeration systems comprising water 

pumps, bilge pumps; 

08:  Fishing knives, knife sharpeners, fish 

dehooker, hand tools, namely wire cutters, 

pliers, scissors and wire crimper; 

28:  Fishing tackle, fishing tackle bags, fishing 

rods, fishing reels, fishing rod holders, fishing 

rod racks, outriggers, bait tables, namely, tables 

specifically adapted for preparing fishing bait 
for use in fishing; fish fillet tables, namely, 

tables for use in fishing that are specifically 

adapted for filleting fish; fish dehookers, 
namely, fish hook removers. 

BLACKTIP 85/535,052 

06-Feb-12 

N/A N/A 08: Multi-tool function hand tools comprised of 

screwdrivers, knives, can openers, files and 

pliers; hand-powered vacuum bag sealers. 

BLACKTIP 85/535,067 

06-Feb-12 

N/A N/A 09: Sunglasses 

BLACKTIP 85/535,082 

06-Feb-12 

N/A N/A 11: Barbeque smokers; electric food 

dehydrators; deep fat fryers; headlamps for 
boats. 

BLACKTIP 85/535,094 

06-Feb-12 

N/A N/A 12: Fitted covers for boats, marine vehicles and 

engine covers, kayaks, fish-fighting chairs 

affixed to fishing boats. 

BLACKTIP 85/535,103 

06-Feb-12 

N/A N/A 14: Watches; clocks. 

BLACKTIP 85/452,637 

20-Oct-11 

N/A N/A 16: Decals; Stickers 

BLACKTIP 85/535,119 

06-Feb-12 

N/A N/A 16: Books in the field of fishing and boating; 

maps, fishing charts. 

BLACKTIP 85/535,133 

06-Feb-12 

N/A N/A 18: Tote bags, duffle bags, back packs, beach 

bags, fanny packs, handbags; wallets, billfolds, 

card cases, toiletry cases sold empty and 
garment bags; leather key chains. 
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MARK APP. NO. 

APP. DATE 

REG. NO. 

REG. DATE 

FIRST USE IN 

COMMERCE 

CLASS: GOODS/SERVICES 

BLACKTIP 85/452,648 

20-Oct-11 

N/A N/A 20: Non-metal novelty license plates; flagpoles 

and plastic flags and accessories for flags and 

flagpoles sold together as a unit, namely, rods, 
rod supports and couplers, connectors, pins, 

brackets, clamps, fasteners, nuts and bolts, and 

pole supports. 

BLACKTIP 85/535,140 

06-Feb-12 

N/A N/A 20: Bait tables, namely, tables specifically 

adapted for preparing fishing bait for use in 
fishing, fish fillet tables, namely, tables for use 

in fishing that are specifically adapted for 

filleting fish, floor mats for boats, folding chair, 
leaning post, seating furniture, bean bag chairs, 

storage hatch, wooden boxes with a locked 

storage area for personal items; non-metal and 
non-leather key chains. 

BLACKTIP 85/452,655 

20-Oct-11 

N/A N/A 21: Portable coolers, mugs; insulated containers 

for food or beverage for domestic use 

BLACKTIP 85/535,150 

06-Feb-12 

N/A N/A 21: Foam drink holders, insulating sleeve 

holders for beverage cups, cans and bottles, 

insulated bags for storing fish; non-electric deep 

fryers, chum cleaning rags. 

BLACKTIP 77/921,756 

27-Jan-10 

N/A N/A 25: Caps, gloves and t-shirts. 

BLACKTIP 85/452,654 

20-Oct-11 

N/A N/A 28: Fishing rod wraps and fishing reel wraps 

BLACKTIP 85/535,171 

06-Feb-12 

N/A N/A 28: Fishing tackle boxes, outrigger poles, 

fishing nets, fishing gaffs, combos, fish scales, 
tagging sticks, de-scalers, rulers, pots, fish 

traps, fish fighting belts. 

BLACKTIP TACKLE 

COMPANY 

85/531,579 

01-Feb-12 

N/A N/A 03:  Sunscreen creams, sunscreen lotions, 

sunscreen sprays, lip balm. 

BLACKTIP TACKLE 

COMPANY 

85/531,582 

01-Feb-12 

N/A N/A 05: Insect repellent 

BLACKTIP TACKLE 

COMPANY 

85/531,583 

01-Feb-12 

N/A N/A 06:  Metal key chains 

BLACKTIP TACKLE 

COMPANY 

85/531,585 

01-Feb-12 

N/A N/A 07:  Water aeration systems comprising water 

pumps, air compressors and air blowers; bilge 

pumps, trolling motor for boats; electric knives 

BLACKTIP TACKLE 

COMPANY 

85/531,586 

01-Feb-12 

N/A N/A 08:  Fishing knives; hand tools, namely, wire 

cutters, pliers, scissors and wire crimpers; 
multi-function hand tools comprised of knives, 

can opener, pliers, file and screwdriver; hand 

powered vacuum bag sealers. 

BLACKTIP TACKLE 

COMPANY 

85/531,588 

01-Feb-12 

N/A N/A 09:  Protection and safety apparatus, namely, 

inflatable flotation devices, flotation vests, 
sunglasses 

BLACKTIP TACKLE 

COMPANY 

85/531,589 

01-Feb-12 

N/A N/A 11: Barbecue smokers, electric food 

dehydrators, deep fat fryers, headlamps for 

boats. 

BLACKTIP TACKLE 
COMPANY 

85/531,590 

01-Feb-12 

N/A N/A 12: Fitted covers for boats, marine vehicles and 
engine covers, kayaks, fish-fighting chairs 

affixed to fishing boats. 

BLACKTIP TACKLE 

COMPANY 

85/531,592 

01-Feb-12 

N/A N/A 14:  Watches, clocks. 

BLACKTIP TACKLE 

COMPANY 

85/531,595 

01-Feb-12 

N/A N/A 16:  Stickers, decals, books in the field of 

fishing and boating, maps, fishing charts. 
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MARK APP. NO. 

APP. DATE 

REG. NO. 

REG. DATE 

FIRST USE IN 

COMMERCE 

CLASS: GOODS/SERVICES 

BLACKTIP TACKLE 

COMPANY 

85/531,596 

01-Feb-12 

N/A N/A 18:  Tote bags, duffle bags, back packs, beach 

bags, fanny packs, handbags, wallets, billfolds, 

business card cases, credit card cases, toiletry 
cases sold empty and garment bags for travel; 

leather key chains. 

BLACKTIP TACKLE 

COMPANY 

85/531,599 

01-Feb-12 

N/A N/A 20:  Flagpoles and plastic flags and accessories 

for flags and flagpoles sold together as a unit, 

namely, rods, rod supports and couplers, 
connectors, pins, brackets, clamps, fasteners, 

nuts and bolts, and pole supports; Non-metal 

novelty license plates; bait tables, namely, 
tables specifically adapted for preparing fishing 

bait for use in fishing, fish fillet tables, namely, 

tables for use in fishing that are specifically 
adapted for filleting fish, floor mats for boats, 

folding chair, leaning post, seating furniture, 

bean bag chairs, storage hatch, Wooden boxes 
with a locked storage area for personal items; 

non-metal and non-leather key chains. 

BLACKTIP TACKLE 

COMPANY 

85/531,601 

01-Feb-12 

N/A N/A 21:  Portable coolers, mugs; insulated 

containers for food or beverage for domestic 
use, foam drink holders, insulating sleeve 

holders for beverage cups, cans and bottles, 

insulated bags for storing fish; non-electric deep 
fryers, chum cleaning rags. 

BLACKTIP TACKLE 

COMPANY 

85/531,602 

01-Feb-12 

N/A N/A 25:  Clothing, namely wetsuits, shorts, 

sweatshirts. jackets, pants, woven shirts, t-

shirts, rain suits, fleece jackets, fleece vests, 
hats, caps, gloves, headwear, fishing waders, 

skirts, dresses. knitted hats, and sweaters, cloth 

bibs, bib overalls, swimwear, rash guards, board 
shorts, capri pants, belts, footwear including 

boots, athletic shoes, sandals. 

BLACKTIP TACKLE 

COMPANY 

85/531,604 

01-Feb-12 

N/A N/A 28:  Fishing tackle, fishing tackle bags, fishing 

tackle boxes, fishing rods, fishing reels, fishing 

rod holders, fishing rod racks, outrigger poles, 
outriggers, fish de-hookers, namely, fish hook 

removers, rod wraps and reel wraps, fishing 

nets, fishing gaffs, combos, fish scales, tagging 
sticks, de-scalers, rulers, pots, fish traps, fish 

fighting belts. 

 




















































































































































































































